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DETAILED ACTION 

1 . The Office Action is responsive to Amendment filled on June 27, 2008. 

2. Claims 1-25 are pending. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1, 7, 8, 17, and 18 recites the limitation "that is recognized on the second 
network" in claims. There is insufficient antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-22, and 24-25 are rejected under 35 U.S.C. 102(e) as being anticipated 
by U.S Pat Pub. No. 2002/0138552 to DeBruine et al. (hereinafter DeBruine). 



7. Regarding claim 1 , DeBruine teaches an information processing system including 
a first information processing apparatus (see Fig. 1 A, computer clients) connected with 
a first network ( LAN 16) and also connected with a second network (Internet 10) via 
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an address translator for addresses translation (see par. 0024, the firewall may perform 
NAT), a second information processing apparatus configured to perform communication 
with the first information processing apparatus (another computer 18 of Fig. 1A); and a 
third information processing apparatus (server node 12 of Fig. 1A and 1 B) connected 
with the second network (connected to the Internet), for managing communication 
between the first information processing apparatus and the second information 
processing apparatus(see Fig. 1 A - 1 B; and abstract), wherein the first information 
processing apparatus (client computer) requests the third information processing 
apparatus (server node 12) to provide an information associated with connection of the 
second information processing apparatus (see par. 0020 - 0027; the client submits a 
search to the server 12); the third information processing apparatus provides 
information associated with the connection of the second information processing 
apparatus to the first information processing apparatus (see par. 0028 - 0032; the 
server provides the client with information of local nodes); the first information 
processing apparatus determines, on the basis of the information provided by the third 
information processing apparatus, whether the second information processing 
apparatus is connected with a same network as that with which the first information 
processing apparatus is connected (see par. 0029 - 0038; searched results are sorted 
first by locally reachable client nodes, followed by directly and then returned to the 
requesting node); and the first information processing apparatus performs 
communication with the second information processing apparatus such that if the 
second information processing apparatus is determined to be connected with the same 
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network as that with which the first information processing apparatus is connected, 
communication with the second information processing apparatus is performed on the 
basis of a network-specific address defined on the first network ( see par. 0030 - 0038; 
If the node registry indicates that NAT has been performed on both nodes, the target 
node is considered to within the same network as the requesting client) , while if the 
second information processing apparatus is determined not to be connected with the 
same network as that with which the first information processing apparatus is 
connected, communication with the second information processing apparatus is 
performed on the basis of a different address than the network-specific address, said 
different address being a global address that is recognized on the second network (see 
par. 0027 - 0038; If the server can connect to the client node 14 through the client IP 
address, then node 14 is directly reachable form the network 10). 

8. Regarding 2, DeBruine teaches an information processing system according to 
claim 1, wherein the first information processing apparatus requests the third 
information processing apparatus to provide, as the information associated with the 
connection of the second information processing apparatus to the first information 
processing apparatus, the global address, defined on the second network, of the 
second information processing apparatus; the third information processing apparatus 
provides, as the information associated with the connection of the second information 
processing apparatus to the first information processing apparatus,, the global address, 
defined on the second network, of the second information processing apparatus; and 
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the first information processing apparatus determines, on the basis of the address, 
defined on the second network, of the second information processing apparatus, 
whether the second information processing apparatus is connected with the same 
network as that with which the first information processing apparatus is connected (see 
par.0021 - 0032) . 

9. Regarding claim 3, DeBruine teaches an information processing system 
according to claim 1, wherein the first information processing apparatus requests, as the 
information associated with the connection, information indicating whether the second 
information processing apparatus and the first information processing apparatus are 
connected with the same network; the third information processing apparatus examines 
whether the second information processing apparatus and the first information 
processing apparatus are connected with the same network and the third information 
processing apparatus provides a result of the examination as the information associated 
with the connection; and the first information processing apparatus determines, on the 
basis of a received information indicating the result of the examination performed by the 
third information processing apparatus, whether the second information processing 
apparatus is connected with the same network as that with which the first information 
processing apparatus is connected (see par. 0017 - 0028). 

10. Regarding claim 4, DeBruine teaches an information processing system 
according to claim 3, wherein the third information processing apparatus examines 
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whether the first information processing apparatus and the second information 
processing apparatus are connected with the same network, on the basis of addresses 
defined on the second network, of the first information processing apparatus and the 
second information processing apparatus (see par. 0017 - 0028). 

1 1 . Regarding claim 5, DeBruine teaches an information processing system 
according to claim 3, wherein the third information processing apparatus examines 
whether the second information processing apparatus and the first information 
processing apparatus are connected with the same address translator to examine 
whether the second information processing apparatus and the first information 
processing apparatus are connected with the same network (See Fig. 2 - 4 and par. 
0023 - 0035). 

12. Regarding claim 6, DeBruine teaches an information processing system 
according to claim 5, wherein the third information processing apparatus examines 
whether the second information processing apparatus and the first information 
processing apparatus have the same global address defined on the second network to 
examine whether the second information processing apparatus and the first information 
processing apparatus are connected with the same network (See Fig. 2 - 4 and par. 
0023 - 0035). 
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1 3. Regarding claim 7, this claim has similar limitations as to claim 1 ; therefore, claim 
7 is rejected under the same rational as claim 1. 



14. Regarding claim 8, DeBruine teaches an information processing apparatus that 
performs communication with another information processing apparatus, the information 
processing apparatus being connected with a first network and also connected, via an 
address translator for addresses translation, with a second network with which a sever 
is connected, the information processing apparatus comprising (abstract and Fig. 1) 

request means for requesting the server to provide information associated with 
connection of said another information processing apparatus see par. 0020 - 0027; the 
client submits a search to the server 12); 

reception means for receiving information associated with the connection of said 
another information processing apparatus from the server (see par. 0028 - 0032; the 
server provides the client with information of local nodes); and 

communication means for performing communication with said another 
information processing apparatus such that the communication means determines, on 
the basis of the information received from the server, whether said another information 
processing apparatus is connected with a same network as that with which the 
information processing apparatus is connected (see Fig. 4), and if it is determined that 
said another information processing apparatus is connected with the same network as 
that with which the information processing apparatus is connected, the communication 
means performs communication with said another information processing apparatus on 
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the basis of a network specific address defined on the first network ( see par. 0030 - 
0038; If the node registry indicates that NAT has been performed on both nodes, the 
target node is considered to within the same network as the requesting client), while if it 
is determined that said another information processing apparatus is not connected with 
the same network as that with which the information processing apparatus is connected, 
the communication means performs communication with said another information 
processing apparatus on the basis of a different address than the network specific 
address being a global address that is recognized on the second network (see par. 
0027 - 0038; If the server can connect to the client node 14 through the client IP 
address, then node 14 is directly reachable form the network 10). 

1 5. Claims 9-12 have similar limitations as to claims 1 -6; therefore, they are 
rejected under the same rational as claims 1-6. 

16. Regarding claim 13, DeBruine teaches an information processing apparatus 
according to claim 8, wherein the first network is a LAN (see par. 0017); the second 
network is the Internet (see Fig. 1 and par. 0016); the network specific address on the 
first network is a local address; and the different address on the second network is a 
global address (see Fig. 1A-B and par. 0016 - 0017). 

17. Regarding claim14, DeBruine teaches an information processing apparatus 
according to claim 8, wherein if the information received from the server indicates that 
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said another information processing apparatus is not connected with the same network 
as that with which the information processing apparatus is connected, the request 
means further requests the server to provide the different address, defined on the 
second network, of the information processing apparatus (see par. 0022 - 0031). 

18. Regarding claim 15, DeBurine teaches an information processing apparatus 
according to claim 8, wherein if it is determined that said another information processing 
apparatus is not connected with the same network as that with which the information 
processing apparatus is connected, the communication means transmits the different 
address, defined on the second network, of the information processing apparatus to 
said another information processing apparatus via the server and receives the different 
address, defined on the second network, of said another information processing 
apparatus via the server (see par. 0022 - 0031 ). 

19. Regarding claim 16, DeBurine teaches an information processing apparatus 
according to claim 8, wherein if it is determined that said another information processing 
apparatus is connected with the same network as that with which the information 
processing apparatus is connected, the communication means transmits the network 
specific address, defined on the first network, of the information processing apparatus to 
said another information processing apparatus via the server and receives the network 
specific address, defined on the first network, of said another information processing 
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apparatus via the server (see par. 0022 - 0031). 

20. Claims 17 and 18 have similar limitations as to claims 1-7, and therefore, they 
are rejected under the same rational. 

21 . Claims 1 9 - 22, 24 and 25 have similar limitations as claims 1 -1 6; therefore, they 
are rejected under the same rational. 

Claim Rejections - 35 USC § 103 

22. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

23. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
DeBruine. DeBruine does not explicitly teach an information processing apparatus 
according to claim 19, wherein the information mean transmits 1-bit data indicating the 
result of the examination performed by the examination means to the first apparatus. 
However, DeBurine teaches transmitting the examination results to the first apparatus in 
a search form. Therefore, having the teachings of DeBruine it would have been obvious 
for a person having ordinary skill at the time of the invention to transmit the examination 
in a 1-bit form in order to save network bandwidth (see par. 0007). 

Response to Arguments 

24. Applicant's arguments filed in June 2008 have been fully considered but they are 
not persuasive. 
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The applicant argues that the reference fails to "describe how to establish the 
peer-to-peer communication within the network". The examiner respectfully disagrees. 
The reference teaches network 10 (Internet) and private networks 16 (LAN) (see Fig. 
1 A). The background of the reference explains that typically file transfers occur over the 
Internet and to optimize cost and bandwidth it is determined if clients and server nodes 
are on the same LAN. If it is determined that the client and server are on the same 
LAN, files are transferred locally. Transferring files on the Internet is well known in the 
art as explained in the background of the reference. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., switching addresses depending on whether the sending terminal and the receiving 
terminal are on the same LAN or different LAN) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed.Cir. 1993). 

Conclusion 

25. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

26. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SAHERA HALIM whose telephone number is (571)272- 
4003. The examiner can normally be reached on M-F from 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571 ) 272-4001 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Sahera Halim 
Patent Examiner 
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Supervisory Patent Examiner, Art Unit 2457 



